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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Inventors) Quake, et al. 


Art Unit: 1634 


Appl. No.: 09/707,737 


Examiner: A. CHAKRABARTI 


Filed: Nov. 6, 2000 






REQUEST FOR CONTINUED 


Title: 


EXAMINATION UNDER 35 U.S.C. § 1 14 


METHODS AND APPARATUS FOR 




ANALYZING POLYNUCLEOTIDE 


RESPONSE UNDER 35 U.S.C. §111 


SEQUENCES 





Assistant Commissioner for Patents 
Washington, D.C. 2023 

Sir, 



In response to the Office Action mailed October 1, 2002, Applicants provide this 
Request for Continued Examination and Response. Reconsideration of the application 
mentioned above is respectfully requested. 

REQUEST FOR CONTINUED EXAMINATION 

Applicants hereby request continued examination of the above- captioned 
application under 35 U.S.C. §1 14. A response under 35 U.S.C. §1 1 1 is supplied 
herewith. 

RESPONSE 

This reply is made in response to an Advisory Action mailed October 1, 2002, 
such Action being provoked by Applicants timely response filed on September 13, 2002 
to a Final Office Action mailed July 3, 2002. Applicants have carefully considered the 
Examiner's Advisory Action and provide this response. Reconsideration of the present 
application is respectfully requested. 
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The Examiner maintains several rejections under 35 U.S.C. §103, stating the 
claimed invention is not patentable over Livak, et ah, (US 5,945,284), in view of 
Effenhauser, et al, Analytical Chemistry (1997) 69:3451-3457, and in further view of 
Craighead (US 6,214,246 Bl), along with other different references. Applicants 
respectfully traverse these rejections for the following, additional reasons. 

Applicants have addressed the Livak-Effenhauser-Craighead containing 
combinations in prior responses. In addition to those arguments, Applicants politely 
point out that the Examiner's reliance upon Craighead to impart in the Examiner's 
combination the currently recited claim limitation of "multilayer elastomeric" is 
misguided and improper. Nowhere in Craighead is an elastomeric material disclosed or 
suggested. Indeed, Craighead teaches away from using an elastomeric material to make 
its fluidic devices because the pillars of Craighead would collapse if made of elastomeric 
material due to their high-aspect ratio shape. Craighead only discloses or suggests rigid 
materials such as glass, quartz, silicon, or plastic materials. Craighead further discloses 
the reason for using rigid materials by forming an artificial gel within the reaction 
chamber by providing erect, high-aspect ratio pillars formed from such rigid materials. 

Structures . . . have been produced in silicon dioxide, silicon, 
germanium, polymers, and metals. In one example, pillars were 
etched 400 nm deep into silicon by Cl 2 reactive ion etch, with the 
> pillar size and separation being approximately 100 nm. The size, 
shape, and spacing of these pillars, when used as an artificial gel 
material, affects the DNA motion in the sequencing of DNA 
fragments. Craighead, Column 10, lines 30-37 

Moreover, Craighead emphasizes that the "a substrate carries a plurality of upstanding 
pillars arranged in linear, or channelized, arrays on, and extending upwardly from, the 
surface of [the] substrate ... ." (column 10, lines 36-38). The artificial gel is then 
formed by the interaction between the liquid introduced into the chamber and the erect, 
high-aspect ratio pillars. 

[Ejach of the sample channels . . . contain a highly porous medium 
for sample separation in electrophoretic analysis. This porous 
medium functions as an artificial gel for the sample, and is 
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comprised of parallel pillars, such as the pillars illustrated in Fig. 7, 
which extend the full depth of the sample channels. Craighead, 
Column 9, lines 12-18. 

Forming the pillars from an elastomeric material would not produce the "upstanding" 
pillars of Craighead, but rather, bent-over or collapsed pillars. Thus, Craighead, by its 
need for "upstanding" pillars, impliedly teaches away from using an elastomeric material 
because using an elastomeric material would defeat the purpose of the pillars and thus 
render the Craighead device inoperable for the use disclosed by Craighead. It is well 
settled that a reference cannot be used in a combination that would defeat the purpose of 
that reference, and/or where such a reference teaches away from making the claimed 
invention. Accordingly, Applicants respectfully request withdrawal of these rejections 
because Craighead cannot be reasonably said to teach or suggest using an elastomer. 



Applicants believe the claim is now in condition for allowance for the foregoing 
reasons. Accordingly, Applicants respectfully request a Notice of Allowance. If, in the 
Examiner's opinion, a telephone conference maybe helpful, Applicants' counsel may be 
contacted at the number below. 



CONCLUSION 



Very truly yours, 




William M. Smith 
Reg. No. 30,223 



Fluidigm Corporation 

7100 Shoreline Court 

So. San Francisco, CA, 94080 

(650)266-6036 

(650)871-7195 
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